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1 . Applicant's election with traverse of Group I (claims 1-9) in the reply filed on 1 1/30/07 is 
acknowledged. The traversal is on the ground(s) that the claims 1 and 10 recite in the form of 
means-plus-function or step-plus function format, means for preventing bulging of the folds in 
the junction point area. This is not found persuasive because claims 1 and 10 are not in the form 
of means-plus-function or step-plus function format. The special technical feature of claim 1 is a 
filter element having a filter cylinder adjacent to a fluid-permeable support tube which is in the 
form of a filter mat web having a series of folds adjacent to each other at least in individual areas 
and two ends of which are connected to each other at a junction point for formation of an annular 
element which is shown by US Patent No. 5,622,624 (see figure 2; col. 6, lines 40-59) to lack 
novelty or inventive step and does not make a contribution over the prior art. 

The requirement is still deemed proper and is therefore made FINAL. 

2. Claim 10 is withdrawn from further consideration pursuant to 37 CFR 1 .142(b), as being 
drawn to a nonelected invention, there being no allowable generic or linking claim. Applicant 
timely traversed the restriction (election) requirement in the reply filed on 1 1/30/07. 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

4. Claims 1 and 5 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. Claim 1 is indefinite for failing to particularly point out positive 
structural elements providing a configuration effective at the junction point in preventing bulging 
of the folds in the area of the junction point as a result of flow of fluid. Claim 5 is indefinite for 
failing to particularly point out what is the dimensions determined for the flexible filter web that 
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allows reversing of the annular elements so that fusion seam is in the interior on the reversed 
annular element. 

5. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

6. Claims 1-7 and 9 are rejected under 35 U.S.C. 102(b) as being anticipated by Lauer et al 
(US Patent No. 5,622,624). 

Regarding claim 1, Lauer et al teach a filter element which has a filter cylinder (110) 
adjacent to a fluid-permeable support tube (116) through which filter cylinder the fluid to be 
filtered may flow from its interior and which is in the form of a filter mat web having a series of 
folds adjacent to each other at least in individual areas and the two ends (1 12) of which are 
connected to each other at a junction point for formation of an annular element (110), 
characterized by a configuration effective at the junction point 

by clamp (130) and adhesive material (122) in preventing bulging of the folds in the area of the 
junction point (see figure 2; col. 6, lines 40-59). 

Regarding claim 2, Lauer et al teach that a configuration preventing 
bulging in the area of the junction point is formed in that the respective folds of the filter mat 
web (1 10) on the ends (112) are joined to each other along the end edges which face the inside 
of the annular element (1 10) to be formed, so that the two folds adjoining the junction point are 
positioned with their crowns on the outside on the annular element (110) and facing the support 
tube (116) (see figure 2; col. 6, lines 40-59). 
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Regarding claim 3, Lauer et al teach that filter mat is made of polyester fleece, glass fiber 
mat, paper fleece or plastic fabric (see col. 5, lines 3-15). 

Regarding claim 4, Lauer et al teach that the connection of the ends (1 12) of 
the filter mat web is in the form of a fused seam by clamp (130) and adhesive material (122) (see 
figure 2; col. 6, lines 40-59). 

Regarding claim 5, the annular element (110) of Lauer et al is inherently reversible to 
provide fused seam by clamp (130) and adhesive material (122) in the interior on the reversed 
annular element (110) (see figures 1-2). 

Regarding claim 6, Lauer ct al teach that the configuration preventing bulging in the area 
of the junction point has a retaining device (1 14) which has retaining elements (118), which 
overlap the adjacent folds on both sides of the annular element (1 10) on the sides of such folds 
facing away from the junction point (see figure 2; col. 6, lines 40-59). 

Regarding claim 7, Lauer et al teach that the retaining elements are in 
the form of retaining projections (118) which are configured to project radially inward on the 
inside of the support tube (1 16) (see figure 2; col. 6, lines 40-59). 

Regarding claim 9, Lauer et al teach that the retaining elements (230) are in 
the form of the legs of a clamping element U-shaped in cross-section, it being possible to insert 
such clamping element onto the folds adjacent to the junction point of the annular element (210) 
(see figure 3; col. 6, line 60 - col. 7, line 2; col. 7, lines 26-31). 
7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
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having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 
8. Claims 1-5 are rejected under 35 U.S.C. 103(a) as being unpatentable over Kersting (US 
Patent No. 4,735,720) in view of Bies et al (US Patent No. 5,736,045). Kersting teaches a filter 
element which has a filter cylinder in the form of a filter mat web (1) having a series of folds (2, 
3) adjacent to each other at least in individual areas and the two ends of which are connected to 
each other at a junction point for formation of an annular element (1), characterized by a 
configuration effective at the junction point by encapsulating adhesive material (9) in preventing 
bulging of the folds in the area of the junction point (see figures 1-3; col. 2, line 17 - col. 3, line 
15). Claim 1 essentially differs from the filter element of Kersting in reciting a fluid permeable 
support tube. Bies et al teach a filter element comprising a pleated filter mats (14) supported on 
support tube (12) with apertures (16) for the flowthrough of the medium filtered by filter mats 
(14) (see figures 3-4; col. 4, line 60 - col. 5, line 13). The combination of the prior art elements 
of the filter element of Kersting supported on the support tube of Bies et al would have yielded 
the predictable result of enhancing the support of the filter element and flowthrough of the fluid 
to be filtered by filter mats. 
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Regarding claim 2, Kersting teaches that a configuration preventing 
bulging in the area of the junction point is formed in that the respective folds (2, 3) of the filter 
mat web (14) on the ends are joined to each other along the end edges which face the inside of 
the annular element (1) to be formed, so that the two folds (2) adjoining the junction point are 
positioned with their crowns on the outside on the annular element (1) (see figures 1-3; col. 2, 
line 17 - col. 3, line 15) and facing the support tube (12) of Bies et al. 

Regarding claim 3, Kersting teaches that filter mat (1) is made of one or more sheets of 
conventional, non-woven, fibrous filter sheets material which are inherently flexible (see col. 2, 
lines 24-31) absent persuasive evidence. 

Regarding claim 4, Kersting teaches that the connection of the ends (2) of 
the filter mat web (1) is in the form of a fused seam by adhesive material (9) (see figures 1-3; 
col. 2, line 17 -col. 3, line 15). 

Regarding claim 5, the annular element (1) of Kersting is inherently reversible to provide 
fused seam by adhesive material (9) in the interior on the reversed annular element (1) (see 
figure 1). 

9. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. US Patent No. 6,863,758 and 6,949,155 teach filter element with fused seams. 

10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JOHN KIM whose telephone number is (571)272-1 142. The 
examiner can normally be reached on Monday-Friday 7 a.m. - 3:30 p.m.. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Sample can be reached on 571-272-1376. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/John Kim/ 

Primary Examiner, Art Unit 1797 
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2/19/08 



